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DETAILED ACTION 
Claim Rejections - 35 USC § 102/103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 2, 4, 7, 8, 9, 10, 12, 15-16, 30, 32, 34, 35, 37, 39, 42, 43, 44, 52 and 
53 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over US 4,927,859 to Weber et al., (hereinafter 
"Weber). 

The rejection stands as per reasons of record. Even though the expandable 
beads or pellets are disclosed in the reference as obtained by a different step, the 
degree of impregnation with the blowing agent disclosed in the reference and the 
illustrative examples of the instant application are very similar, thus making the 
expandable beads of a substantially similar composition. In view of those similarities, it 
is still believed that the claimed product obtained by a process that includes one 
different step are still not patentable distinguishable over the product disclosed in the 
reference. 

The burden was shifted to the applicants to provide factual evidence to the 
contrary, however no such evidence have been presented at this time. 
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Claims 3, 5, 11, 13, 31, 33, 38, 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Schmidt. 

The rejection stands as per reason of record and discussions set forth above. 

Claims 14, 17, 19, 21-23,25, 27-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Allen. 

The rejection stands as per reason of record and discussions set forth above. 

Claims 18, 20, 24, 26, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Allen and further in combination with 
Schmidt. 

The rejection stands as per reason of record and discussions set forth above. 

Claims 1, 2, 4, 7, 8, 9, 10, 12, 15-16, 30, 32, 34, 35, 37, 39, 42, 43, 44, 52 and 
53 are rejected under 35 U.S.C. 103(a) as obvious over Weber in combination with US 
Patent 5,000,891 to Green, (hereinafter "Green"). 

Claims 3, 5, 11, 13, 31, 33, 38, 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Schmidt and further in combination with 
Green. 

Claims 14, 17, 19, 21-23,25, 27-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Allen and further in combination with 
Green. 
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Claims 18, 20, 24, 26, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber in combination with Allen and further in combination with 
Schmidt and further in combination with Green. 

The disclosures of Weber, Allen, Schmidt are discussed in the previous office 
actions and above. As previously discussed, the primary reference/Weber, discloses 
expandable beads produced via a different process. Also, as discussed above, it is 
believed that the claimed final products are not patentable distinguishable over the 
products disclosed in the prior art. However, even if, arguendo, there is a difference in 
the claimed and disclosed products, the difference would have been obvious for an 
ordinary artisan. It is notoriously known that polystyrene based expandable beads can 
be manufactured via dozens of different processed, from most common impregnation of 
bead with blowing agent, polymerizing styrene in the presence of the blowing agent, 
extrusion melt mixing polystyrene with the blowing agents to some exotic methods of 
forming such beads via exotic techniques involving costly machinery. See, for example, 
backgrouns of the Green reference (and the entire document as well). Each method is 
known for its advantages and choice of one of them that correspond to the claimed step 
would have been obvious for its known advantages, absent showing of unexpected 
results that can be clearly attributed to the claimed process steps. 



Response to Arguments 
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Applicant's arguments filed 1-9-2006 have been fully considered but they are not 
persuasive. With respect to the Weber reference, the applicants argue that the 
expandable particles disclosed in the reference are prepared by a different method, and 
thus, those expandable particles and articles produces from them may be different and 
may have some different properties. The applicants further state that by producing the 
expandable beads by the process disclosed in the reference, it would be difficult to 
predict the effect on the sound properties as the blowing agent ( and other components) 
possible migration. In applicants own words possible migration of the composition 
components "could potentially effect the sound properties of the expanded 
compositions." That clearly implies that, on the other hand, it may NOT have any effect 
and the expanded articles, in fact, may be completely the same as those disclosed in 
the reference. The examiner met her burden in presenting the reason why it is believed 
that the claimed products are, in fact, inherently, the same as the disclosed products. 
There is NO factual evidence to the contrary. All the applicants presented are mere 
arguments that the compositions disclosed in the reference MAY, potentially differ from 
the claimed product. It has been long established by the court that once the examiner 
provides a rationale tending to show that the claimed product appears to be the same or 
similar to that of the prior art, although produced by a different process, the burden 
shifts to applicant to come forward with evidence establishing an unobvious difference 
between the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 802, 
218 USPQ 289, 292 (Fed. Cir. 1983). Mere allegations that the product disclosed in the 
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reference may be different is not a sufficient ground to establish and unobvious 
difference. 

The arguments regarding the Allen reference are noted, but are moot since the 
rejection over Allen is withdrawn. However, the examiner wishes to comment that 
having or not having an outer skin on any polystyrene based foamed product obtained 
via different foaming methods is NOTORIOUSLY known in the art and changing 
extrusion/foam molding conditions to obtain either product would have been clearly 
obvious depending on the desired end product. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571 )272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Irina S. Zemel 
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